SECOND JOINT DEVELOPMENT AGREEMENT
This Second Joint Development Agreement (“Agreement”), effective as of _______________, 2022 (“Effective  Date”), is by and between Monterey Bay Aquarium Research Institute, with its principal place of business located at 7700 Sandholdt Road, Moss Landing, California 95039, a California nonprofit public benefit corporation (“MBARI”), and Woods Hole Oceanographic Institution, with its principal place of business located at 266 Woods Hole Road, Woods Hole, Massachusetts 02453 (“WHOI”) a private, nonprofit Massachusetts institution.
BACKGROUND
A. MBARI and WHOI are parties to that certain Joint Development Agreement effective March 24, 2017 (“First JDA”) under which they collaborated in performing underwater Arctic Exploration activities funded by the United States Department of Homeland Security (“DHS Project”) to develop payload-related enhancements and improvements to MBARI’s long-range autonomous underwater vehicle system (also known as the Tethys class of autonomous underwater vehicles) (the “LRAUV”).  The Parties jointly own all Joint IP (defined in the First JDA) under the First JDA.
B. The parties wish to undertake additional collaboration activities relating to MBARI’s LRAUV system/Tethys, and WHOI wishes to build a limited number of LRAUV+’s with Joint Payload Technology (defined below) for research and education (collectively, the “Project”), and MBARI wishes to commercialize its  LRAUV+ that may, or may not include’s Joint Technology, all as set forth in more detail herein.
C. The parties hereby terminate the First JDA, effective as of the Effective Date.	Comment by Brett Hobson [2]: The first JDA terminated at the end of September when the DHS project was completed.
NOW, THEREFORE, for good, valuable and sufficient consideration that each acknowledges receiving, MBARI and WHOI hereby agree as follows:
1. [bookmark: SWIReturnHere]DEFINITIONS
Unless otherwise defined herein, all capitalized terms used in the Agreement shall have the meanings set forth in this Section 1.
1.1. “Affiliate” means any corporation, company, partnership or other legal entity, which at any time directly or indirectly controls, is controlled by or is under the common control with a Party, but only for so long as such control exists, where “control” and its correlative forms, for the purposes of this definition means the ownership of fifty percent (50%) or more of the issued share capital or the legal power to direct or cause the direction of the general management and policies of the entity in question.
1.2. “Background Technology” of a Party means all Intellectual Property Rights and Technology that (a) such Party uses in performing the Project, or provides to the other Party in connection with the Project, and (b) is Controlled by such Party, and (c) either (i) is in existence on or prior to the Effective Date or (ii) comes into existence after the Effective Date through activity conducted by or on behalf of such Party (x) independent of activity conducted under this Agreement and (y) without use of or reference to the Background Technology of the other Party.  Background Technology includes improvements, modifications and enhancements made by either Party (whether solely or jointly) to such Background Technology.  A non-exhaustive list of Background Technology is attached hereto as Exhibit A.  Joint IP constitutes the Background Technology of each Party.  
1.3. “Control”, “Controls” or “Controlled by” means, with respect to any item of Technology or right of Intellectual Property Rights and Technology, the tangible possession of such items, or the legal authority or right (whether by ownership or license, other than pursuant to this Agreement), or the ability of a Party to grant access to, or a license or sublicense tof, or right to use, such items or right, in each case as provided for herein and as applicable, without violating the terms of any agreement or other arrangement with any third party existing at the time such Party would be required hereunder to grant the other Party such right to use, access, or license or sublicense, and without requiring consent from a third party.
1.4. “Intellectual Property Rights” means any and all right, title and interest, embodiments of all present and future right, title and interest in and to any and all proprietary rights of every kind and nature in (a) patents, patent applications, and other industrial property rights, copyrights, mask work rights, and other rights associated with works of authorship, (cb) trade secret rights, (dc) indicia of source, trademarks, trade names, domain names, and trade dress and similar rights, and all goodwill therein, (e) Technology, and (fd) privacy, publicity, moral rights, and any other intellectual, industrial and proprietary rights of any kind or nature, in each case under the laws of any jurisdiction in the universe, including rights under and with respect to all applications, registrations, extensions, renewals, continuations, continuations-in-part, combinations, divisions, and reissues of the foregoing.
1.5. “Joint IP” has the meaning ascribed to it in the First JDA.  For the avoidance of doubt, Joint IP is not Joint Foreground IP (as defined in Section 3.6).  A list of Joint IP is attached hereto as Exhibit A. 
1.6. “LRAUV+” means an LRAUV as integrated with LRAUV Payload Technology.
1.7. “LRAUVJoint Payload Technology” means tTechnology directly related to the LRAUV payload, which Technology or intellectual property that is covered or claimed by, or practices or uses, any item of Joint IP or Joint Foreground IP.
1.8. “MBARI Technology” means all Intellectual Property Rights and Technology developed, authored, invented, conceived or reduced to practice solely by MBARI in performing the Project.
1.9. “Net Sales” means the gross amount billed and collected by MBARI for the license or sale of each LRAUV+Joint Payload Technology to third parties (including governmental entities), less the following: (i) customary trade, quantity, or cash discounts to the extent actually allowed and taken; (ii) amounts refunded, repaid or credited by reason of rejection or return; (iii) to the extent separately stated on purchase orders, invoices, or other documents of sale, any taxes or other governmental charges levied on the production, sale, transportation, delivery, or use of an LRAUV+Joint Payload Technology which is paid by or on behalf of MBARI; and (iv) to the extent separately stated on invoices, outbound transportation costs prepaid or allowed and costs of insurance in transit.  Net Sales shall occur on the date of billing for an LRAUV+. If an LRAUV+ is distributed in a country at a discounted price that is substantially lower than the customary price charged by MBARI in such country, or distributed for non-monetary consideration (whether or not at a discount), Net Sales shall be calculated based on the non-discounted amount of the LRAUV+ charged to an independent third party in such country during the same calendar quarter or, in the absence of such sales, on the fair market value of the LRAUV+.  Non-monetary consideration shall not be accepted for any LRAUV+.
1.10. “Party” means either WHOI or MBARI (and “Parties” means WHOI and MBARI).
1.11. “Patent Challenge” means a legal or administrative challenge brought by or on behalf of one PartyMBARI or its affiliates to the validity, ownership, patentability, scope, or enforceability of any patent rights claiming or comprising any of the WHOI other Party’s Technology.
1.12. “Research Use” means research, educational, and academic use, not for commercial purposes.
1.13. “Technology” means algorithms, designs, discoveries, drawings, formula, know-how, ideas, inventions (whether patentable or not), works, plans, machines, methods, processes, software, firmware, source code, application program interfaces (API), data, databases, techniques, tools, and any other technology and information, including all tangible embodiments of any of the foregoing, and all Materials (defined in Section 3.3).
1.14. “WHOI Technology” means all Intellectual Property Rights and Technology Controlled, developed, authored, invented, conceived or reduced to practice solely by WHOI in performing the Project.
1.15. “WHOI Payload Technology” means any item of WHOI Technology that covers or claims methods, materials, software, information or processes relating to an LRAUV payload.
2. DEVELOPMENT
2.1. Scope of Development. The Parties agree to use commercially reasonable efforts to undertake the development activities in furtherance of the Project.  WHOI will keep MBARI well-informed of all Project activities and objectives.
2.2. Costs. Each Party will be solely responsible for bearing all costs and expenses it incurs in performing its activities hereunder.  
2.3. Key Personnel.  MBARI will assign Brett Hobson to lead MBARI’s performance of the Project, and WHOI will assign Amy Kukulya to lead WHOI’s performance of the Project (each a “PI”).  If either Party’s PI ceases to lead the Project, the other Party may terminate this Agreement upon thirty (30) days’ written notice.  The PIs will be the primary points of contact for the Parties regarding the Project and will facilitate all such operational, technical and management activities hereunder and will be responsible for progressing the collaboration activities and objectives, facilitating communication.  The PIs will attend all meetings of the JSC (defined below) and will be responsible for assisting the JSC in performing its oversight responsibilities.  Each PI will be responsible for monitoring the schedules and progress of work pursuant to Project, and receiving and submitting requests for information and/or assistance.  For clarity, neither Party’s PI may amend, alter, clarify or extend any of the terms or conditions of the Agreement.  The PIs have no authority to amend any provision of this Agreement.  If the PIs disagree on any issue and cannot resolve the disagreement within a reasonable period of time, then either PI may submit the problem to the JSC.	Comment by Brett Hobson [2]: Is there a provision for us to appoint a successor, that is approved by both parties to avoid terminating this JDA?
2.4. Joint Steering Committee.  
2.4.1. The Parties shall, upon the Effective Date, establish a joint steering committee comprised of each Party’s PI and two (2) additional employee representatives (“Joint Steering Committee” or “JSC”) to oversee the planning and execution of their collaborative activities under this Agreement.  Each member of the JSC will have such expertise as is appropriate to the activities of the Project.  Each Party may replace its JSC representatives (other than the PI) upon notice to the other Party.  Each Party will designate one of its JSC representatives to serve as co-chairperson.  The co-chairpersons will be jointly responsible for calling meetings and will be jointly responsible for setting the agenda (which will include a list of all participants expected at a meeting). 
2.4.2. The JSC’s responsibilities will include the following:
(i) monitoring performance of the Project;
(ii) approving and making updates to the Project;
(iii) receiving and reviewing detailed summaries of Project updates; and
(iv) performing such other tasks and undertaking such other responsibilities as expressly set forth in this Agreement.
The JSC will not have any authority to amend or waive compliance with this Agreement or resolve any disputes regarding whether a Party has fulfilled or breached this Agreement.
2.4.3. The JSC will, after the appointment of its initial members, meet at least once each calendar year at times agreed upon by the Parties.  The location of the meetings of the JSC to be held in person will be agreed upon by the Parties (with the intent that it should alternate between the Parties’ respective headquarters locations or be held at the time and sites of major conferences attended by both Parties).  Additionally, either Party may call a special meeting of the JSC upon notice to the other (and which meeting will be scheduled promptly at mutually agreeable times): (i) to make any determination under this Agreement that cannot reasonably be postponed until the next scheduled JSC meeting; (ii) for the purpose of resolving disputes in connection with, or for the purpose of reviewing or making a decision pertaining to, any material matter within the purview of the JSC, the examination or resolution of which cannot reasonably be postponed until the next scheduled JSC meeting; or (iii) as reasonably necessary to review other matters occurring between JSC meetings.  Each such special meeting of the JSC will be convened at such time as may be agreed upon by the Parties, but in any event the Parties will attempt to be heold such meeting within fifteen (15) days after delivery of the written notice described in the immediately preceding sentence.	Comment by Brett Hobson [2]: We’d like to avoid yearly face to face JSC meetings, so virtual teleconference meetings should be OK.
2.4.4. Each Party will use reasonable efforts to cause its representatives to attend the meetings of the JSC.  If a representative of a Party is unable to attend a meeting, such Party may designate an alternate to attend such meeting in place of the absent representative.  Each Party will bear all the expenses of its representatives on the JSC.  The JSC may invite other employees, agents, officers or directors of the Parties to participate in discussions of the JSC from time to time as appropriate to assist in the activities of the JSC.
2.4.5. The minutes of each JSC meeting will be distributed to the members within fifteen (15) days after the completion of the relevant meeting and will provide a description in reasonable detail of the discussions held at the meeting and a list of any actions, decisions or determinations approved by the JSC.  Minutes of each JSC meeting will be reviewed, approved or disapproved, and revised as necessary, within thirty (30) days after the applicable JSC meeting.
2.4.6. The PIs will use good faith efforts to mediate and actual potential disagreements and disputes between the Parties.  If the PIs are unable to resolve an issue for which the JSC has responsibility hereunder, the issue will be escalated to the JSC for review.  Each Party will have one (1) vote on all matters and decisions that are within the responsibility of the JSC, regardless of the number of such Party’s representatives on the JSC, and any decision or other action by the JSC may only be made by consensus.  The members of JSC will use good faith efforts to reach consensus on all decisions and other actions that are within the responsibility of the JSC.
2.4.7. If the JSC is unable to reach consensus on a particular issue for which the JSC has responsibility hereunder within thirty (30) days after such issue is first presented to the JSC, such issue will be referred to the Parties’ respective executive officers for resolution.  Each Party will use good faith efforts to resolve issues as promptly as practicable.
2.5. Updates.  Each Party will use commercially reasonable efforts to provide the other Party with updates and upgrades to its Materials and Background Technology (including software updates) on a continuous timely basis to the extent relevant to necessary for the Project.
2.6. Export Control.  To comply with all applicable export control laws and regulations, each Party will restrict access to the other Party’s Materials (defined in Section 3.3) and other proprietary material to a pre-approved list of individuals.
2.7. Technical Support.  MBARI shall provide WHOI with up to one hundred (100) person-hours per year of technical support for the Project at no cost.  MBARI shall provide up to one (1) FTE for any fully-funded collaborative projects between the Parties, subject to the written approval of the MBARI management team.
3. [bookmark: _Ref107661783]OWNERSHIP OF INTELLECTUAL PROPERTY RIGHTS
3.1. [bookmark: _Ref107661740]Ownership.  The ownership of the entire right, title and interest in any new inventions or discoveries conceived or works created by the Parties during the term of this Agreement shall be allocated consistent with inventorship, except as otherwise expressly set forth herein.
3.2. Background Technology. As between the Parties, each Party will retain exclusive right, title and interest in and to its Background Technology (including all Intellectual Property Rights therein).  To the extent a Party invents, conceives, develops, authors, or reduces to practice any improvements, enhancements or modifications to the other Party’s Background Technology, such Party hereby assigns all of its right, title and interest in and to such improvements, enhancements and modifications to the other Party.  Except as may be expressly provided in this Agreement, neither Party has, by virtue of this Agreement or otherwise, any right, title, or interest to or in the other Party’s Background Technology. 
3.3. [bookmark: _Ref108104330]Materials. Each Party will provide the other Party with such materials and information as reasonably necessary for the purpose of the Project, and such other materials and information as the other Party may reasonably request, in each case where such materials and information are Controlled by such Party, for the purpose of the Project (collectively, the “Materials”). MBARI’s Materials constitute MBARI’s Background Technology, and WHOI’s Materials constitute WHOI’s Background Technology.  MBARI will provide (or has already provided) WHOI with the following Materials: LRAUV design, Bill of Materials, solid-models, electrical schematics, software source code, and other software (including agreed upon source code) or hardware related to the core operation of the LRAUV.  WHOI will provide MBARI with the following Materials:  drawings, solids, software (including agreed upon source code), related to all Joint Foreground IP.
3.4. Foreground Technology.  As between WHOI and MBARI, WHOI is the exclusive owner of all right, title and interest in and to the WHOI Technology (except to the extent licensed to MBARI under Section 5.3).  As between WHOI and MBARI, MBARI is the exclusive owner of all right, title and interest in and to the MBARI Technology (except to the extent licensed to WHOI under Section 5.1, Section 5.2, and Section 5.3).  For the avoidance of doubt, WHOI retains the right to use and practice WHOI Technology for Research Use, and WHOI retains the right to share information relating to WHOI Technology (including but not limited to, software, hardware schematic, Materials and data) with colleagues and researchers, and the federal government.  
3.5. Performance Data.  All data and information collected and Controlled by each Party (solely, or jointly) in its performance of the Project (“Performance Data”) shall be jointly owned by the Parties.  Each Party shall provide the other Party with all Performance Data upon the other Party’s or the JSC’s reasonable written request from time to time.  Performance Data constitutes each Party’s Confidential Information.  	Comment by Brett Hobson [2]: Not sure what this is.  Is it science data produced by the vehicles?  We don’t need WHOI’s data, nor do we want to share our data.
3.6. Joint Technology. Except with respect to each Party’s improvements, enhancements or modifications to the other Party’s Background Technology, Tthe Parties will jointly own all Technology that is invented, conceived, developed, authored, or reduced to practice by the Parties jointly in the course of performing the Project, and all Intellectual Property Rights relating thereto (“Joint Foreground IP”).  WHOI Each Party may use Joint Foreground IP solely for Research Use, and neither Party may not, directly or indirectly, grant, license or assign any right, title or interest in or to Joint Foreground IP to any third party for any purpose other than Research Use, and may not directly or indirectly authorize any third party to use Joint Foreground IP for any purpose other than Research Use.  Each Party WHOI will notify the other Party MBARI promptly upon becoming aware of any use of Joint Foreground IP other than for Research Use, and will provide the other Party MBARI with all relevant information with respect thereto to the extent not privileged or subject to obligations of confidentiality.	Comment by Berets, Keith: Note to WHOI:  MBARI is not restricted in its use of Joint Foreground IP – it just has to pay a royalty on Net Sales.
3.7. Reservation of Rights.  Each Party acknowledges and agrees that, except as expressly provided in this Agreement, no license is granted to it hereunder in any Intellectual Property Rights or Background Technology of the other Party, including by implication or estoppel, and that each Party in its sole discretion may grant or decline to grant any licenses or rights in its Intellectual Property Rights and Background Technology.  All rights not expressly granted by a Party under this Agreement are hereby reserved.
3.8. Attribution.  Notwithstanding the assignment of ownership of any Technology or Intellectual Property Rights herein, each Party will provide attribution to the individual contributor(s) of such Technology, regardless of Party affiliation of such individual contributor(s).
3.9. Further Assurances.  Each Party agrees to take such actions and execute such documents as are requested by the other Party to effect the assignment of rights set forth in this Section 3, including providing documents in such recordable form as is deemed required or necessary.  Each Party will have executed valid written agreements with each of its Affiliates, employees and subcontractors involved in the performance of this Agreement which contain provisions sufficient to effect the transfer of a joint interest in any Joint Foreground IP, including all Intellectual Property Rights therein, developed by such Affiliates, employees and other agents as contemplated by this Section 3.
3.10. Government Rights.  Each Party acknowledges that the U.S. federal government retains a royalty-free, non-exclusive, non-transferable license to practice any government-funded invention claimed in any patent rights in Joint Foreground IP and all WHOI Technology as set forth in 35 U.S.C. §§ 201-211, and the regulations promulgated thereunder, as amended, or any successor statutes or regulations.
4. PROSECUTION AND MAINTENANCE OF INTELLECTUAL PROPERTY
4.1. [bookmark: _Ref107662057]MBARI’s Rights.  MBARI, by counsel it so chooses, has the first right, but not the obligation, to file, prosecute and maintain with the U.S. Patent and Trademark Office or any similar office or agency, throughout the world, at its sole expense, any application for patent protection of an invention within Joint Foreground IP.  MBARI will cause its intellectual property counsel to provide WHOI with a list of the countries in which it has filed and/or intends to file such applications.  Such list is to be provided to WHOI at least sixty (60) days prior to the expiration of the corresponding United States priority date to allow WHOI to reasonably suggest that additional countries be added to the list or that one or more countries be deleted from the list. MBARI agrees to file applications, at its sole cost and expense, in the additional countries reasonably requested by WHOI unless it otherwise notifies WHOI under this Section 4.1.
4.2. [bookmark: _Ref107662224]WHOI’s Rights.  If MBARI decides not to pursue patent protect protection as provided in Section 4.1 with respect to any particular invention (which the JSC reasonably deems worthy of patent protection) or country, then, reasonably in advance of any deadline for filing and/or maintenance of the applicable patent or patent application in Joint Foreground IP, MBARI will give notice to WHOI of its determination not to file such an application for and/or cease prosecution and/or maintenance of such patent or patent application on a country-by-country basis and WHOI shall have the right, in its sole discretion, to file an application for, and/or continue prosecution and/or maintenance of such Joint Foreground IP at its own sole expense.
4.3. Cooperation / No Impact on Joint Ownership.  In connection with the prosecution and/or maintenance of Joint Foreground IP in accordance with Section 4.1 or Section 4.2, the Party controlling such prosecution or maintenance shall keep the other Party reasonably informed of developments in any such prosecution or maintenance and such other Party shall reasonably cooperate, and cause its Affiliates, employees and agents to reasonably cooperate, with the controlling Party at the controlling Party’s expense.  The prosecution or maintenance of patent protection for any invention in any country by WHOI or MBARI shall not affect the other Party’s ownership interest in and to any such invention or patent.
4.4. Solely-Owned Technology.  A Party having solely-owned Technology or Intellectual Property Rights may, at its sole discretion and expense, file a patent application or register a copyright thereon and take such other steps as it may determine to acquire, maintain and perfect patent or copyright rights or any other Intellectual Property Rights therein, and has the exclusive right to file, prosecute, maintain, enforce and defend such Technology and Intellectual Property Rights, including the exclusive right to enforce its Technology and Intellectual Property Rights against third party infringement.
4.5. Infringement.  Each Party shall provide written notice to the other Party promptly after becoming aware of any suspected infringement of any Joint Foreground IP, or any declaratory judgment action or any other action or proceeding alleging invalidity, unenforceability or non-infringement of Joint Foreground IP that may come to their attention.  MBARI and WHOI shall consult each other in a timely manner concerning any appropriate response to such infringement or action or proceeding.
5. LICENSES
5.1. [bookmark: _Ref107925572]Project License.  Subject to the terms and conditions of this Agreement, MBARI grants WHOI a limited, personal, non-exclusive, royalty-free, fully paid up, non-sublicensable license under MBARI’s Intellectual Property Rights, title and interest in and to MBARI’s Background Technology to use such MBARI’s Background Technology (including, for the avoidance of doubt, MBARI’s Materials) solely to perform the Project, including to develop and build LRAUV+s. 
5.2. [bookmark: _Ref107661372]Manufacturing License.  Subject to the terms and conditions of this Agreement, MBARI grants WHOI a limited, personal, non-exclusive, perpetual, irrevocable, royalty-free, fully paid up, worldwide, non-sublicensable license under MBARI’s Intellectual Property Rights, title and interest in and to MBARI’s Background Technology to use MBARI’s Background Technology (including for the avoidance of doubt, MBARI’s Materials) to build up to five (5) LRAUV+’s with Joint Payload Technology solely for Research Use (“Manufacturing License”).  For clarity, the [2] LRAUV’s currently in WHOI’s possession count toward the [5] authorized pursuant to the Manufacturing License in this Agreement.  WHOI may not sell, transfer or otherwise provide any LRAUV’s+ to any third party.  WHOI shall be solely responsible for procuring any applicable licenses required for its manufacture, provision and use of LRAUV+’s with Joint Payload Technology.  One or more small (92” text height) MBARI stickers (each to be provided by MBARI) shall be placed on the main hull section of each LRAUV+ made by WHOI.  Any WHOI signage (including WHOI sponsor signage) on such LRAUV+ shall be on the forward payload section/nose cone of the LRAUV+, and any Scibotics logo shall be on the tail section.  The mast of such LRAUV+ shall remain logo-free.  No WHOI signage on such LRAUV+ shall exceed the MBARI sticker in scale.	Comment by Brett Hobson [2]: If Amy leaves WHOI (which terminates the agreement unless we both agree upon a successor), where to the vehicles go?  We want them to go to MBARI.  Amy is OK with this, but WHOI will fight it.
5.3. [bookmark: _Ref108104080][bookmark: _Ref107925576]Development License.  
5.3.1. Subject to the terms and conditions of this Agreement, MBARI grants WHOI a limited, worldwide, personal, non-exclusive, non-sublicensable, irrevocable (but terminable pursuant to breach), perpetual, royalty-free, fully paid up license under MBARI’s Intellectual Property rights, title and interest in and to MBARI’s Background Technology to use such MBARI Background Technology and to use MBARI’s Materials for WHOI’s Research Use.  WHOI will keep MBARI well-informed of its Research Use of MBARI Background Technology and MBARI Materials and the results thereof (“WHOI Developments”).
5.3.2. Subject to the terms and conditions of this Agreement, WHOI grants MBARI a limited, worldwide, personal, non-exclusive, non-sublicensable, irrevocable (but terminable pursuant to breach), perpetual royalty-free, fully paid up license under WHOI’S Intellectual Property Rights, title and interest in and to WHOI Payload Technology and WHOI Developments to use WHOI Payload Technology and WHOI Developments for MBARI’s Research Use.
5.4. Independent Development Work. Nothing in this Agreement shall prevent or limit either Party from independently developing (alone or on behalf of a third party) or acquiring products or autonomous underwater vehicles or systems similar to the Tethys System, Technology, or other underwater systems; provided that this provision does not authorize either Party to exceed the scope of the license rights granted herein, or infringe or misappropriate any Intellectual Property Rights of the other or to use or reference any of the other Party’s Confidential Information in connection with any such activities.
6. [bookmark: _Ref107925559]LRAUV+Joint Payload Technology ROYALTIES.  	Comment by Brett Hobson [2]: We believe WHOI should have the right/responsibility to market and license the Joint IP too, and of course all requirements would be mirrored.
6.1. [bookmark: _Ref108103745]Royalties.  Notwithstanding anything to the contrary in the First JDA, MBARI agrees that it will not, directly or indirectly, itself or with or through others, make, have made (except by WHOI), sell, have sold, offer to sell or import any products or services that practice Joint IP, and will not copy, modify, distribute, display or publicly perform any of the Joint IP, and will not grant any right, title or interest in or to any Joint IP; provided, however, that MBARI may use and license Joint IP and Joint Foreground IP to third parties, solely to make, have made, sell, offer to sell, have sold and import LRAUV+sJoint Payload Technology in compliance with the terms of this Agreement and all applicable laws (including without limitation all U.S. export laws) during the term of this Agreement and thereafter, subject to termination pursuant to Section 6.1 (“Royalty Term”).  To the extent any WHOI Background Technology is necessary to use such Joint IP and Joint Foreground IP as set forth above, then subject to the terms and conditions of this Agreement, WHOI grants MBARI a limited, worldwide, non-exclusive license under WHOI’s Intellectual Property Rights in the WHOI Background Technology solely for such purposes.	Comment by Berets, Keith: Note to WHOI:  This makes no sense, as it directly contradicts MBARI’s right to commercialize, subject to royalties.
6.2. [bookmark: _Ref107929180]Diligence. MBARI will use commercially reasonable efforts to market, promote, sell, and otherwise commercialize LRAUV+’s on a continuing basis during the Royalty Term.  Without limiting the foregoing, MBARI will achieve the following commercialization milestones: [_____________].
6.3. Royalties.  MBARI will pay WHOI a royalty of ten percent (10	Comment by Brett Hobson [2]: Given the new reciperical licensing, it makes sense that we share royalties 50/50.
6.4. %) of Net Sales (“Royalty”).  MBARI shall pay the Royalty within thirty (30) days of the end of each calendar quarter during which Net Sales occur (“Reporting Period”). 	Comment by Brett Hobson [2]: We would only share royalties that we receive.  Licensee’s don’t always pay promptly.	Comment by Brett Hobson [2]: Quarterly is too frequent.  We prefer yearly.
6.5. Progress Reports. During the Royalty Term, MBARI shall may deliver progress reports to WHOI annually, within sixty (60) days following the end of each calendar year, containing information sufficient to illustrate compliance with this Agreement and specifically detailing: (i) regarding the progress of efforts to develop and commercialize LRAUV+sJoint Payload Technology, with specific reference to the diligence requirements under Section 6.2; and (ii) a summary of the milestones set forth in Section 6.2 that have been achieved, and if none have been achieved, so state.
6.6. [bookmark: _Ref107929215]Royalty Reports. MBARI's obligation to submit reports under this Section 6.45 shall commence upon the first sale of Joint Payload Technologyearliest of: (i) the date of first achievement of a milestone event under Section 6.2; and (ii) the first manufacture of an LRAUV+.  Thereafter, MBARI shall deliver financial reports and royalty reports to WHOI within thirty (30) days following the end of each Reporting Period, containing at least the following information for the preceding Reporting Period: (a) the number of units of Joint Payload TechnologyLRAUV+s licensed, made and sold; (ii) a description of any milestone event set forth in Section 6.2 that has been achieved during the Reporting Period; (iii) the gross amount billed or invoiced by MBARI for the Joint Payload Technologyeach LRAUV+; (iiiv) calculation of Net Sales for the applicable Reporting Period in each country, including a listing of applicable deductions; (iv) total royalty payable on Net Sales in U.S. dollars, together with the exchange rates used for conversion.  If no amounts are due to WHOI for any Reporting Period, the report shall so state.
6.7. [bookmark: _Ref107934819]Records. MBARI and its agents, as applicable, shall keep, in accordance with generally accepted accounting principles, up-to-date, complete, true and accurate books of account in sufficient detail to permit calculation of all amounts due hereunder.  Solely if WHOI has a reasonable basis to conclude that MBARI has underpaid royalties owed to WHOI hereunder, WHOI, or independent certified public accounting firm selected by WHOI and reasonably acceptable to MBARI, shall have the right, no more than once annually at WHOI's expense, to audit all existing and relevant records to the extent necessary to verify amounts payable to WHOI hereunder. MBARI shall fully reasonably cooperate with such audit and shall permit WHOI, or WHOI’s agents, to inspect and copy such portions of books and records that are appropriate and necessary upon no less than 30 days’ prior written notice at reasonable times without unreasonable disruption of MBARI’s business, and subject to confidentiality requirements as set forth herein.  Books of account and supporting records shall be retained for at least seven five (75) years following the end of the Reporting Period to which they pertain. In the event that any audit performed under this Section 6.56 clearly reveals establishes an underpayment in excess of five ten percent (510%) during the audited period or any Reporting Period, MBARI shall bear the full reasonable cost of such audit, and shall also remit any amounts due to WHOI as revealed by such audit within thirty (30) days of receiving notice thereof from WHOI. The parties agree that all applicable statutes of limitation and time-based defenses (including, but not limited to, estoppel and laches) shall be tolled upon any request by WHOI for an audit under this Section.  The parties shall cooperate in taking any actions necessary to achieve this result.	Comment by Brett Hobson [2]: To prevent frivolous audit requests, this cost should be at least shared
6.8. Payments in U.S. Dollars. All payments due under this Agreement shall be drawn on a United States bank and shall be payable in United States dollars.  Conversion of foreign currency to U.S. dollars shall be made at the conversion rate existing in the United States (as reported by the Federal Reserve Bank of St. Louis) on the last working day of the calendar quarter of the applicable Reporting Period. Such payments shall be without deduction of exchange, collection, or other charges, and, specifically, without deduction of withholding or similar taxes or other government imposed fees or taxes, except as permitted in the definition of Net Sales.
6.9. [bookmark: _Ref107936136]Taxes. In the event that any payment under this Agreement is or becomes subject to any levy or tax, including, but not limited to any form of tax withholding, income tax, service tax, sales tax or VAT, by local, regional or federal government authorities (not including taxes based on WHOI’s net income), MBARI shall (i) pay to the applicable tax authorities, whether on its own or WHOI's behalf, such amount of levy or tax and, if applicable, penalties and interest, and (ii) promptly provide WHOI with a copy of the withholding tax certificate or other tax filing documentation evidencing remittance was made.  For the avoidance of doubt, any payments made by or on behalf of MBARI pursuant to this Section 6.8 shall not be deducted from any amounts due to WHOI under this Agreement.
6.10. Late Payments.  Any payments by MBARI that are not paid on or before the date such payments are due under this Agreement shall bear interest from the date due, to the extent permitted by law, at five (5) percentage points above the Prime Rate of interest as reported by the Federal Reserve Bank of St. Louis on the last business day of the calendar quarterly Reporting Period to which such payments relate.
6.11. Termination.  MBARI may terminate the Royalty Term upon sixty (60) days’ notice to WHOI.  WHOI may terminate the Royalty Term if MBARI materially breaches this Section 6 and does not cure such breach (if such breach is curable) within sixty (60) days of receipt of notice of such breach, or upon a Patent Challenge.  Upon expiration or termination of the Royalty Term, MBARI may sell LRAUV+s Joint Payload Technology in inventory and that are works-in-progress for up to twelve (12) months following such expiration or termination, and MBARI licensees may continue to exercise their license rights until such rights expire, subject to MBARI’s continued compliance with the terms of this Section 6.  
7. [bookmark: _Ref107664221]CONFIDENTIALITY
7.1. [bookmark: _Ref107663948]Confidential Information. The term “Confidential Information” shall means, subject to the exceptions set forth in Section 7.1, any proprietary information or data disclosed or made available in connection with this Agreement by one Party (the “Disclosing Party”) to the other Party (the “Receiving Party”), including.  Rreports and/or information related to or regarding the Disclosing Party’s business plans, business methodologies, strategies, Technology (which, in the case of MBARI, includes all Technology associated with the Tethys System and its manufacture), specifications, development plans, customers, prospective customers, billing records, and products or services shall be deemed Confidential Information of the Disclosing Party.  In addition, the terms of this Agreement and any information disclosed in connection with an audit shall be deemed the Confidential Information of both Parties.
7.2. Exceptions.  Confidential Information shall not include any information that: (a) is or becomes available to the public (other than as a result of use or disclosure by the Receiving Party or its representatives as prohibited by this Agreement); (b) is made available to the Receiving Party by a third party who is lawfully in possession of such information, and who is not in violation of any confidentiality obligation in favor of the Disclosing Party; (c) the Receiving Party can show by written record was in available to or in possession of the Receiving Party (free of any confidentiality obligation in favor of the Disclosing Party known to the Receiving Party at the time of disclosure or availability) prior to disclosure of such information by the Disclosing Party to the Receiving Party; or (d) is independently developed by the Receiving Party without use of or reference to the Disclosing Party’s Confidential Information, as shown by the Receiving Party’s records kept in the ordinary course of its business.
7.3. Obligations.	 The Receiving Party agrees not to disclose the Confidential Information of the Disclosing Party to any person or entity, except for (a) its employees and agents having a need to know in connection with the exercise of its rights and performance of its obligations under this Agreement, and (b) financial and legal advisors who have a need to know such Confidential Information, in each case where such persons are bound to maintain the confidentiality of such Confidential Information under terms no less restrictive than thoseas set forth herein.  The Receiving Party agrees not to use the Confidential Information of the Disclosing Party other than in connection with the performance of the Receiving Party’s obligations and exercise of its rights under this Agreement. The Receiving Party agrees that it shall treat the Disclosing Party’s Confidential Information with the same degree of care as it accords to its own similar Confidential Information, provided that in no event shall the Receiving Party exercise less than reasonable care. The Receiving Party agrees to promptly advise the Disclosing Party in writing of any unauthorized disclosure, or any misappropriation or misuse by any person, of the Disclosing Party’s Confidential Information of which the Receiving Party may become aware.
7.4. [bookmark: _Hlk116563474]Publicity.  The Parties may issue a mutually approved press release upon the execution of the Agreement or at such other time as mutually agreed.  Neither Party will issue any press release or release any publication pertaining to this Agreement or any activities conducted under it without the prior written consent of the other Party; which consent will not be unreasonably withheld or delayed; provided, however, that (i) WHOI shall not be restricted from issuing press releases or releasing publications that do not reference MBARI or the Tethys System (for clarity, WHOI may issue press releases or release publications that refer to AUV systems generally); and (ii) MBARI shall not be restricted from issuing press releases or releasing publications that do not reference WHOI (for clarity, MBARI may issue press releases or release publications that refer to the Tethys System or autonomous underwater vehicle systems generally).  The Parties shall refer to the LRAUV as the “MBARI LRAUV” in all public and professional descriptions, releases, and other statements related to the LRAUV.	Comment by Brett Hobson [2]: MBARI LRAUV
7.5. Termination.  Upon termination or expiration of this Agreement, any Confidential Information of the Disclosing Party which are in the Receiving Party’s possession or control, and all copies thereof, will, at the Disclosing Party’s option, either be: (i) promptly returned to the Disclosing Party; or (ii) destroyed by the Receiving Party (with the Receiving Party providing written certification of such destruction).  	Comment by Brett Hobson [2]: Should this follow/reference 11.1?
7.6. Mandatory Disclosure.  If the Receiving Party is compelled by law or governmental order to disclose Confidential Information of the Disclosing Party, the Receiving Party shall provide the Disclosing Party with prior notice of such compelled disclosure (to the extent legally permitted) and reasonable assistance, at the Disclosing Party’s request and cost, if the Disclosing Party wishes to contest, limit or protect (under seal) the disclosure, and may disclose such Confidential Information solely to the extent necessary to comply with such law or order.
7.7. Irreparable Injury.  The Receiving Party acknowledges that a breach by it of any of the terms of this Section 7 would cause irreparable harm to the Disclosing Party for which Disclosing Party could not be adequately compensated by money damages alone.  Accordingly, the Receiving Party agrees that, in addition to all other remedies available to the Disclosing Party in an action at law, in the event of any breach or threatened breach by the Receiving Party of the terms of this Section 7, the Disclosing Party shall, without the necessity of proving actual damages or posting any bond or other security, be entitled to seek injunctive relief, including, but not limited to, specific performance of the terms of this Section 7.
8. [bookmark: _Ref107663808]INDEMNIFICATION
8.1. [bookmark: _Ref107664431]By WHOI.  WHOI shall defend, indemnify and hold harmless MBARI and its Affiliates and its and their officers, directors, trustees, employees and agents (“MBARI Indemnitees”) from and against any claim, action, suit or proceeding of a third party (each a “Claim”) brought against any of the MBARI Indemnitees, and shall pay all losses, liabilities, damages, fines, penalties, costs and expenses payable to such third parties pursuant to such Claims (“Losses”) to the extent arising out of or relating to (i) WHOI’s use of LRAUV+’s pursuant to the Manufacturing License; and (ii) bodily injury or property damage caused by WHOI’s negligence or misconduct.
8.2. [bookmark: _Ref107664433]By MBARI.  MBARI shall defend, indemnify and hold harmless WHOI and its Affiliates and its and their officers, directors, trustees, employees and agents (“WHOI Indemnitees”) from and against any Claim brought against any of the WHOI Indemnitees, and shall pay all corresponding Losses, to the extent arising out of or relating to (i) MBARI’s use of Joint IP and Joint Foreground IP; (ii) the manufacture, use, sale or import of LRAUV+’s with Joint Payload Technology by or on behalf of or as authorized by MBARI; and (iii) bodily injury or property damage caused by MBARI’s negligence or misconduct. 
8.3. [bookmark: _Ref304447491]Process.  The Party seeking indemnification under this Section 8 (“Indemnitee”) from a Claim shall give the other Party (“Indemnitor”) prompt written notice of such Claim (although failure to promptly notify shall not relieve the Indemnitor from its obligations under this Section 8 unless such failure materially prejudices its ability to defend the Claim) and the ability to control the defense and settlement of the Claim; and at Indemnitor’s request and expense, Indemnitee shall give Indemnitor reasonable assistance to enable Indemnitor to defend and settle such Claim.  Indemnitee shall be entitled, at its option and own expense, to participate in the defense of the Claim with counsel of its own choosing and at its own expense. The Indemnitee may not consent to the entry of judgment or settlement of the Claim without the Indemnitor’s prior written consent.
9. LIMITATION OF LIABILITY
9.1. Exclusion of Damages.  TO THE MAXIMUM EXTENT PERMITTED BY APPLICABLE LAW, NEITHER PARTY NOR ITS LICENSORS OR AFFILIATES SHALL BE LIABLE OR OBLIGATED TO THE OTHER PARTY IN CONNECTION WITH THIS AGREEMENT, UNDER ANY CONTRACT, NEGLIGENCE, STRICT LIABILITY OR OTHER LEGAL OR EQUITABLE THEORY, (A) FOR ANY INCIDENTAL, INDIRECT, SPECIAL, EXEMPLARY, PUNITIVE OR CONSEQUENTIAL DAMAGES, (B) FOR ANY COST OF PROCUREMENT OF SUBSTITUTE GOODS, TECHNOLOGY, SERVICES OR RIGHTS, OR (C) FOR LOSS OF PROFITS OR REVENUE, EVEN IF SUCH DAMAGES WERE FORESEEABLE. 
9.2. Liability Cap. TO THE MAXIMUM EXTENT PERMITTED BY APPLICABLE LAW, EACH PARTY’S TOTAL, AGGREGATE LIABILITY TO THE OTHER PARTY IN CONNECTION WITH THIS AGREEMENT SHALL NOT EXCEED AMOUNTS PAID AND PAYABLE (TO THE EXTENT STILL OWED) BY MBARI TO WHOI PURSUANT TO SECTION 6.
9.3. Exceptions.  Damages caused by a Party’s gross negligence or breach of Section 7 or infringement or misappropriation of the other Party’s Intellectual Property Rights, and personal injury or property damage caused by a Party’s negligence, and amounts payable by a Party pursuant to its indemnification obligations in Section 8, are not limited by Section 89.1 or Section 89.2.  
9.4. BASIS OF BARGAIN.  EACH PARTY RECOGNIZES AND AGREES THAT THE WARRANTY DISCLAIMERS AND LIABILITY LIMITATIONS IN THIS AGREEMENT ARE MATERIAL, BARGAINED FOR BASES OF THE AGREEMENT AND THAT THEY HAVE BEEN TAKEN INTO ACCOUNT AND REFLECTED IN DETERMINING THE CONSIDERATION TO BE GIVEN BY EACH PARTY UNDER THE AGREEMENT AND IN THE DECISION BY EACH PARTY TO ENTER INTO THIS AGREEMENT.
10. WARRANTIES AND DISCLAIMER
10.1. [bookmark: _Ref107664532]Mutual Representations and Warranties.  Each Party represents and warrants to the other Party that, as of the Effective Date, (a) it is a nonprofit entity organized and existing under the laws of its jurisdiction of organization with full power and authority to enter into and perform this Agreement; (b) this Agreement has been duly authorized by all necessary corporate action and constitutes the binding obligation of such Party enforceable in accordance with its terms, except as such enforceability may be limited by bankruptcy laws or other laws affecting the rights of creditors generally; (c) the person(s) executing this Agreement on such Party’s behalf has actual authority to bind it to this Agreement; and (d) such Party’s execution and performance of this Agreement does not and will not violate or conflict with any provision of such Party’s governing corporate instruments or of any commitment, agreement or understanding that such Party has or will have to or with any person or entity.
10.2. DISCLAIMER. ALL TECHNOLOGY AND RIGHTS PROVIDED, AND ALL ACTIVITIES PERFORMED OR TO BE PERFORMED HEREUNDER, ARE PROVIDED “AS IS, AS AVAILABLE AND WITH ALL FAULTS,”, AND EXCEPT AS EXPRESSLY SET FORTH IN SECTION 10.1, NEITHER PARTY (NOR ITS LICENSORS) MAKES ANY WARRANTIES TO THE OTHER PARTY, OR TO ANY OTHER PERSON OR ENTITY, WITH RESPECT TO ANY TECHNOLOGY OR RIGHTS PROVIDED OR SERVICES PROVIDED OR TO BE PROVIDED HEREUNDER AND EACH PARTY HEREBY DISCLAIMS ALL OTHER WARRANTIES, WHETHER EXPRESS OR IMPLIED, INCLUDING WITHOUT LIMITATION WARRANTIES OF NON-INFRINGEMENT, MERCHANTABILITY, QUIET ENJOYMENT, OR FITNESS FOR A PARTICULAR PURPOSE, AND WARRANTIES OF CUSTOM, USAGE OR TRADE.
11. TERM AND TERMINATION
11.1. Term. The term of this Agreement will begin on the Effective Date and, unless earlier terminated as expressly permitted herein, will expire on the fifth (5th) anniversary thereof.  This Agreement will automatically renew for subsequent one (1) year renewal terms unless either Party notifies the other Party of non-renewal not less than sixty (60) days prior to expiration of the initial term or then-current renewal term, as applicable, in which case this Agreement shall terminate upon expiration of the initial term or then-current renewal term, as applicable.  
11.2. Termination. Without prejudicing any remedies available under this Agreement or at law or in equity, a Party may terminate this Agreement:
11.2.1. [bookmark: _Ref107664835]upon thirty (30) days’ notice if the other Party materially breaches this Agreement, unless the breach is cured within the notice period or diligent efforts to effect such cure are commenced during that period and are continued until the cure is completed, which shall be within a reasonable time; or
11.2.2. [bookmark: _Ref107664818]if the other Party shall file any petition under Chapters 7, 10, or 11 of Title 11 of the United States Bankruptcy Code, or the equivalent thereof in any country, or shall file a voluntary petition in bankruptcy court, or is adjudicated bankrupt or insolvent, or if any receiver shall be appointed for its business or property, or if any trustee in bankruptcy or insolvency shall be appointed under the laws of the United States government or of any of the several states or of the government of any country; or
11.2.3. if the other Party brings a Patent Challenge.
WHOI may terminate this Agreement upon a Patent Challenge.
11.3. [bookmark: _Ref107664905]Effect of Termination. Upon termination or expiration of this Agreement, neither Party will be obligated to continue to perform any activities under the Project.  Each Party will be entitled to all remedies available to it under this Agreement or by law or in equity with respect to any breach of this Agreement by the other Party; provided, however, that (i) a bankruptcy as described in Section 11.2.2 shall not in and of itself constitute breach, and (ii) if either Party terminates this Agreement pursuant to Section 11.2.1 as a result of the other Party’s failure to perform its development obligations, such termination shall be the non-breaching Party’s sole and exclusive remedy, and the breaching Party shall have no other liability with respect to such breach.
11.4. Survival. Sections [to be added in subsequent draft] shall survive the expiration or termination of this Agreement.	Comment by Brett Hobson [2]: We expect the naming, signage, and use restrictions to survive this JDA.
12. MISCELLANEOUS
12.1. Relationship of the Parties. Except as otherwise expressly provided herein: (a) each Party will be deemed to be an independent contractor and not an agent, joint venturer, or representative of the other Party; (b) neither Party may create any obligations or responsibilities on behalf of or in the name of the other Party; and (c) neither Party will hold itself out to be a partner, employee, franchisee, representative, servant, or agent of the other Party.
12.2. Assignment. Neither Party shall have any right or ability to assign, delegate or transfer to a third party any obligations or benefit under this Agreement, either in whole or in part, whether voluntarily or by operation of law, without the written consent of the other Party (and any unauthorized purported assignment will be void); provided, however, that either Party may assign and transfer this Agreement and its rights and obligations hereunder to any third party who succeeds to substantially all its business or assets, by merger or purchase, without the consent of the other Party.  Any permitted assignment or transfer is  conditioned on the assignee, transferee or successor-in-interest, as applicable, agreeing in writing to be bound by all of the assigning or transferring Party’s obligations and restrictions of this Agreement. This Agreement binds the Parties’ successors and permitted assigns.
12.3. Notices. Any notice, consent, or other formal or legal communication to be given hereunder must be in writing and will be delivered (as elected by the Party giving such notice): (a) personally; (b) by postage prepaid registered or certified airmail, return receipt requested; (c) by express courier service; or (d) by email where receipt is confirmed. Unless otherwise provided herein, all notices will be deemed to have been duly given on the date of receipt (or if delivery is refused, the date of such refusal). Each Party may change its address for purposes hereof on not less than three (3) days’ prior notice to the other Party. Notice hereunder will be directed:
If to MBARI, to:
Monterey Bay Aquarium Research Institute
7700 Sandholdt Rd.
Moss Landing, CA 95039
Attn: Chief Financial Officer, Basilio Martinez
Email: basilio@mbari.org 

If to WHOI, to:
Woods Hole Oceanographic Institution
266 Woods Hole Road
Woods Hole, MA 02453
Attn: Office of Legal Affairs
Email: cland@whoi.edu  
and
legalaffairs@whoi.edu 

12.4. Governing Law; Venue. This Agreement shall be governed by and construed in accordance with the laws of the State of California without regard to the conflicts of laws provisions thereof. In any action or proceeding to enforce rights under this Agreement, the prevailing Party will be entitled to recover costs and attorneys’ fees. The United Nations Convention on Contracts for the International Sale of Goods will not apply to this Agreement. Suits and actions may be brought in any court having jurisdiction.

12.5. Force Majeure. Except for MBARI’s payment obligations, aAny delay or failure of either Party to perform its obligations hereunder as the result of an event or occurrence beyond the reasonable control of the Party and without its fault or negligence, including acts of God, actions by any governmental authority (whether valid or invalid), fires, floods, windstorms, explosions, riots, natural disasters, wars, sabotage, inability to obtain power, material, equipment or transportation, or court injunction or order, shall be excused for the duration of such delay; provided that written notice of such delay (including the anticipated duration of the delay) shall be given by the affected Party to the other Party as soon as possible after the event or occurrence.

12.6. Cumulative Remedies; No Third Party Beneficiaries. Except as expressly set forth in Section 11.3, the rights and remedies of the Parties hereto will be cumulative (and not alternative). No provisions of this Agreement, express or implied, are intended or will be construed to confer upon or give to any person other than the Parties any rights, remedies, or other benefits under or by reason of this Agreement.

12.7. Compliance with Law. The Parties will at all times comply with all applicable foreign, federal, state, and local laws, rules and regulations relating to the execution, delivery and performance of this Agreement, including any occupational health and safety or employment regulations to the extent applicable to this Agreement. Each Party agrees that it will not export or re-export, resell, ship, or divert or cause to be exported or re-exported, resold, shipped, or diverted directly or indirectly any product, technology or information it obtains or learns pursuant to this Agreement (or any direct product thereof) to any country for which the government (or any agency thereof) of the United States, or any foreign sovereign government with competent jurisdiction requires an export license or other governmental approval without first obtaining such license or approval.

12.8. Waiver. The failure of either Party at any time to require performance by the other Party of any provision of this Agreement shall in no way affect the right to require such performance at any time thereafter, nor shall the waiver of either Party of a breach of any provision of this Agreement constitute a waiver of any succeeding breach of the same or any other provision.

12.9. Amendment. This Agreement may not be amended, modified, or supplemented by the Parties in any manner, except by an instrument in writing signed by WHOI and MBARI.

12.10. Severability. If the application of any provision or provisions of this Agreement to any particular facts or circumstances is held to be invalid or unenforceable by any court of competent jurisdiction, then: (a) the validity and enforceability of such provision or provisions as applied to any other particular facts or circumstances and the validity of other provisions of this Agreement will not in any way be affected or impaired thereby; and (b) such provision or provisions will be reformed or eliminated without further action by the Parties and only to the extent necessary to make such provision or provisions valid and enforceable when applied to such particular facts and circumstances.

12.11. Construction. As used in this Agreement, all terms used in the singular will be deemed to include the plural, and vice versa, as the context may require. The words “hereof’, “herein”, and “hereunder” refer to this Agreement as a whole, including the attached exhibits, as the same may from time to time be amended or supplemented, and not to any subdivision in this Agreement. When used in this Agreement, “including” means “including, without limitation” and “discretion” means sole discretion. Unless otherwise expressly stated, when a Party’s approval or consent is required under this Agreement, such Party may grant or withhold its approval or consent in its discretion. References to “Section” or “Exhibit” will be to the applicable section or exhibit of this Agreement. Descriptive headings are inserted for convenience only and will not be utilized in interpreting the Agreement. This Agreement has been negotiated by the Parties and reviewed by their respective counsel and will be fairly interpreted in accordance with its terms and without any strict construction in favor of or against either Party.

12.12. Counterparts and Facsimile. This Agreement may be executed in any number of counterparts, each of which when so executed and delivered will be deemed an original, and such counterparts together will constitute one and the same instrument. The Parties intend that each Party will receive a duplicate original of the counterpart copy or copies executed by it. For purposes hereof, a facsimile or PDF copy of this Agreement, including the signature pages hereto, will be deemed to be an original. Notwithstanding the foregoing, the Parties will deliver original execution copies of this Agreement to one another as soon as practicable following execution hereof.

12.13. Entire Agreement. This Agreement, including the exhibits hereto, which are hereby incorporated into this Agreement by this reference, constitute the entire agreement between the parties with respect to the subject matter hereof, and supersede and replace all prior or contemporaneous understandings or agreements, written or oral, regarding such subject matter (including without limitation the First JDA).
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IN WITNESS WHEREOF, the Parties have caused this Agreement to be executed and delivered as of the Effective Date.


MONTEREY BAY AQUARIUM RESEARCH INSTITUTE	 


_______________________
Name:
Title:


WOODS HOLE OCEANOGRAPHIC INSTITUTION



_______________________
Name:
Title:




BACKGROUND TECHNOLOGY AND JOINT IP

1. MBARI/WHOI Joint Technoogy
a. Under-ice payload, including DDM, Micromodem, Sea Owl, ice antenna, GoPro camera, Up/Down DVL
b. Long Baseline Navigation
c. Norbit Multibeam mapping payload, including IxBlue C3 INS navigation
d. Extendable under-ice antenna

2. MBARI/WHOI Joint IP
a. Under-ice oil spill mapping
i. Includes Oil plume tracking, Under-ice Default Mission, DDM based line capture, DUSBL-based acoustic homing
3. WHOI Background Technology 
a. DDM docking whisker box 
b. Micromodem acoustic communication system
c. DUSBL line array acoustic homing system
d. Ice buoy acoustic/RF gateway system with anchor and transducer strongback

4. MBARI Background Technology
a. Base MBARI LRAUV 
i. Tethys vehicle software
ii. Tethys operator portal Dash system
iii. 300m and 1500m depth rated pressure hulls
iv. Low-power computer and motherboard
v. Load-control system, including configurable load control cards
vi. Low voltage (3.3, 5,12) and high voltage (24) power supply cards
vii. 6 kW-hr secondary battery pack
viii. 10 kW-hr primary battery pack
ix. Variable buoyancy system
x. Movable mass system
xi. Iridium and cellular communication with GPS ultra wideband antenna and bandpass filter module
xii. Argos+VHF and MF acoustic relocation modules
xiii. Inter-vehicle positioning and communication system
xiv. High efficiency, direct-drive thruster system
xv. Oil filled and pressure compensated paired elevator and rudder actuators 
xvi. Burn-wire drop weight system
xvii. Backseat computer with software development interface
xviii. LRAUV data visualization software
xix. LRAUV ROS2/Gazebo Simulator
xx. Vehicle service rack
xxi. Vehicle launch cart
xxii. Vehicle launch and recovery system (LARS)
xxiii. Core sensor package including Seabird CTD, DO, OBS, Chl, PAR
xxiv. Tethys missions (appendix A), including automated patch tracking, front following, targeted sampling , auto ballast, waypoint navigation.
xxv. Assembly Bill of Materials and assembly instructions
b. Payloads
i. 3G Environmental Sampler (ESP), 60 archive samples + analytical module
ii. CANON water sampler, 15x 100ml
iii. Bioluminescence (UBAT)
iv. Bioacoustics, Kongsberg EK80, up/down with passive gimbal
v. Plankton imaging, MBARI AyeRIS plantoptic 3D  imaging system
vi. Nitrate, ISUS/SUNA
vii. Line capture power transfer system (Joint IP with Northrup Grumman)
viii. DVL-based Terrain Relative Navigation (TRN)
ix. Bottom following/obstacle avoidance using forward-looking sonar
x. Wave-Glider Tow out system
xi. Fin-thruster hovering module
xii. Planktivore plankton imaging camera
xiii. AUV Docking
1. Side mount line capture system
2. Niobium power transfer (Joint IP with Northrup Grumman)
3. Benthos DAT-based acoustic homing and docking






EXHIBIT A
JOINT IP
[TO BE ADDED]































































 





